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Attorney Docket No. 033988R003 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 



Applicants: Harold HALL 



Confirmation No.: 9528 



Serial No.: 



09/011,160 



Group Art Unit: 1723 



Filed: 



January 20, 1998 



Examiner: Terry K. Cecil 



For : 



A MAGNETIC FILTRATION DEVICE 



REQUEST FOR NEW (NON-FINAL) OFFICE ACTION 



Commissioner for Patents 

P.O. Box 1450 

Alexandria, VA 22313-1450 



Sir: 



The First Action Final, has been received and its contents carefully noted. 

This First Office Action (following a filing of an RCE with accompanying 
Preliminary Amendment with claim revisions made in the Preliminary Amendment) was 
made final. The imposition of finality in this case is respectfully submitted to be 
improper; and thus withdrawal of the Final Office Action and replacement with a new 
Non-Final Office Action is respectfully requested. The grounds set forth for making the 
first action final was that the claimed invention set forth in the post RCE application was 
directed at the "same invention" as that in the pre-RCE filing application. 

This assertion is respectfully traversed. As an example useful in analyzing the 
criteria involved in what constitutes a "same invention" reference is made to the statutory 
double patenting discussion of that term set forth below. 

804 Definition of Double Patenting [R-3] - 800 Restriction in Applications Filed 
Under 35 U.S.C J 1 1 ; Double Patenting 



U.S. Application Serial No. 09/01 1,160 
Attorney Docket No. O33988RO03 

A rejection based on double patenting of the "same invention" type finds its 
support in the language of 35 U.S.C. 101 which states that "whoever invents or 
discovers any new and useful process ... may obtain a patent therefor .... " Thus, 
the term "same invention, " in this context, means an invention drawn to identical 
subject matter 

A comparison of the Preliminary Amendment claims to the claims directly 
preceding that filing reveals at least one non-identical subject matter claim. Accordingly, 
withdrawal of the finality status of the present case and entry of the claim amendments 
presented herein is respectfully requested. 

The revising of the first Action Final to a Non-Final Action, will also facilitate 
prosecution in this case in providing both the Office and the Applicant greater flexibility 
in seeking a final conclusion relative to the present invention. 

A Notice of Appeal is being filed under separate cover to maintain pendency 
while this request is considered. 

Respectfully submitted, 

SMITH, GAMBRELL & RUSSELL, LLP 



Dennis C. Rodgers, Reg. No. 32,936 
1850 M Street, N.W., Suite 800 
Washington, D.C. 20036 
Telephone: (202) 263-4300 
Facsimile: (202) 263-4329 



Date: December 5, 2006 



